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COMPLAINANT 

Mudd (USA), LLC      File Number:  CPR-06-02 

1407 Broadway 

29
th

 Floor, Suite 2004 

New York, New York  10018 

(212) 609-6800    Date of Commencement:  January 31, 2005 

fax (212) 935-1304 

E-mail:gfechter@mccarter.com  Domain Name:  muddybootsadventure.org 

 

      Registrar:  Go Daddy Software, Inc. 

vs. 

      Arbitrator:  Sandra J. Franklin, Esq. 

 

RESPONDENT 

James Thomas 

Dirty Boots Adventure, LLC 

1005 North Edgewood Street 

Arlington, VA  22201 

(703) 622-8915 

fax unknown 

E-mail:  carefreelifestyle@yahoo.com 

 

Before Sandra J. Franklin, Arbitrator 

 

PROCEDURAL HISTORY 

 

The Complaint was filed with CPR on January 31, 2005 and Respondent had until March 

6, 2006, to file a Response.  No Response has been received.  I was appointed Arbitrator 

on the one-member Panel on March 7, 2006, pursuant to the Uniform Domain Name 

Dispute Resolution Policy (“UDRP”) and Rules promulgated by the Internet Corporation 

for Domain Names and Numbers (ICANN).   Upon the written submitted record 

including the Complaint and Exhibits A through I, I find as follows: 

 

FINDINGS 

 

Respondent’s registered domain name, muddybootsadventure.org, was registered with 

Go Daddy Software, Inc. on November 4, 2005.  In registering the name, Respondent 

agreed to submit to this forum to resolve any dispute concerning the domain name, 

pursuant to ICANN's Uniform Domain Name Dispute Resolution Policy (the "Policy") 

and the rules thereunder (the “Rules’). 

 



Paragraph 4(a) of the Policy requires that Complainant must prove each of the following 

three elements to obtain an order that a domain name should be cancelled or transferred: 

 

(1) the domain name registered by Respondent is identical or confusingly similar 

to a trademark or service mark in which Complainant has rights; and 

(2) Respondent has no rights or legitimate interests in respect of the domain 

name; and 

(3) the domain name has been registered and is being used in bad faith. 

 

 

IDENTICAL OR CONFUSING SIMILARITY  

 

Complainant has established rights in the mark MUDD through numerous registrations 

with the U.S. Patent and Trademark Office and with trademark authorities throughout the 

world.  Complainant alleges that Respondent’s muddybootsadventure.org domain name 

is confusingly similar to Complainant’s MUDD trademark for women’s and girls’ 

apparel, including jeans, pants, tops, skirts, shorts, jackets, sweaters, shoes, leather goods 

and accessories.   

 

Complainant sites several cases as precedent for the well-settled principle that the 

addition of a generic word to a mark, such as “products” in muddproducts.com and 

“management” in muddmanagement.com, does not distinguish a domain name from a 

well-known trademark.  This case, however, does not precisely fit that line of precedent 

because, in this Panel’s view, “muddybootsadventure” is more than just the addition of a 

generic word or words.  The question for this Panel is whether or not the overall 

impression of the mark is likely to cause confusion.   

 

The Panel notes that the domain name uses “muddy” and not “mudd” in connection with 

two other words reasonably associated with muddy, namely “boots” and “adventure”.  

None of Complainant’s marks contain the words “muddy”, “boots”, or “adventure”, and 

none look, sound, or create the same commercial impression as the disputed domain 

name.  In the view of this Panel, those differences are enough to render the domain name 

unlikely to cause confusion.  The Panel notes that a trademark owner does not control all 

possible combinations of words which include its primary word and, here, the primary 

word in the mark is not even exactly the same as in the domain name.  See Scholastic, 

Inc. v. ScholasticAdvising.com and Ramit Sethi  (WIPO Case no. D2001-0946, Nov. 4, 

2001) finding no confusing similarity between Scholastic and ScholasticAdvising.com. 

 

See also Thomas Cook Holdings Limited v. Sezgin Aydin (WIPO Case No. D2000-0676, 

Sept. 13, 2000) finding no confusing similarity between Club 18-30 and hot18to30.com, 

and relying on the following passage: 

“As the European Court of Justice adjudged in Sabel B.V. v. Puma 

A.G. (Case C-251/95): 



".... the appreciation of the likelihood of confusion "depends on 

numerous elements and, in particular, on the recognition of the 

trade mark on the market, of the association which can be made 

with the used or registered sign, of the degree of similarity between 

the trade mark and the sign and between the goods or services 

identified". The likelihood of confusion must therefore be 

appreciated globally, taking into account all factors relevant to the 

circumstances of the case." 

"That global appreciation of the visual, aural or conceptual 

similarity of the marks in question, must be based on the overall 

impression given by the marks, bearing in mind, in particular, their 

distinctive and dominant components. The wording of Article 

4(1)(b) of the Directive - "..... there exists a likelihood of confusion 

on the part of the public ....." - shows that the perception of marks 

in the mind of the average consumer of the type of goods or 

services in question plays a decisive role in the global appreciation 

of the likelihood of confusion. The average consumer normally 

perceives a mark as a whole and does not proceed to analyse its 

various details." 

And: 

"… the mere association which the public might make between 

two trade marks as a result of their analogous semantic content is 

not in itself a sufficient ground for concluding that there is a 

likelihood of confusion…" 

This Panel finds that the registered domain name is not identical or confusingly similar to 

Complainant’s protected mark.  

 

 

CONCLUSION 

 

In light of the findings above that the registered domain name is not identical or 

confusingly similar to Complainant’s protected mark, I find in favor of the Respondent. 

 

 

REMEDY 

 

Complainant’s request to transfer the domain name muddybootsadventure.org is hereby 

DENIED. 

 

 

_________________________________   March 17, 2006 

Sandra J. Franklin, Arbitrator     Date 


