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CPR Institute for Dispute Resolution

COMPLAINANT
MetroGuide.com, Inc.
One Sheridan Place
3900 Sheridan Street, Suite 107 File Number: CPR0216
Hollywood, FL 33021
Tel: 954-981-5850 Date of Commencement: July 18, 2002
Fax: 954-981-5160
E-Mail: scott.rogers@metroguide.com Domain Name(s): lodginguide.com

Registrar: InnerWise, Inc. d/b/a ItsYourDomain.com
vs.

RESPONDENT
Richard Jurney
Box 280056
Lakewood, CO 80228
Tel: 303-277-1122
E-mail: greatrates@acesmotel.com

Before Steven Brower, Thomas M. Pitegoff, Harold D. Field, Jr., Arbitrators

PROCEDURAL HISTORY

The Complaint was filed with CPR on July 18, 2002 and, after review for administrative compliance, was served on the
Respondent on July 18, 2002.  The Respondent filed a Response on or before August 21, 2002, pursuant to agreement.
We were appointed Arbitrators pursuant to the Uniform Domain Name Dispute Resolution Policy (“UDRP”) and Rules
promulgated by the Internet Corporation for Domain Names and Numbers (ICANN).  Upon the written submitted record
including: 1) Procedural History provided by CPR; 2) Complaint of MetroGuide,.com, Inc.  (10 pages & Exhibits A-Q);
3) Response of Richard Jurney (11 pages & Exhibits 1-9); 4) Reply of Metroguide.com, Inc.  to the Response (8 pages);
and 5) Supplemental Response of Richard Jurney (4 pages & Exhibits A-B), we find, unanimously, as follows:

FINDINGS

Respondent’s registered domain name, lodginguide.com, was registered with InnerWise d/ba/a ItsYourDomain.com on
December 26, 2000 (Ex.  6 to Opp).  In registering the name, Respondent agreed to submit to this forum to resolve any
dispute concerning the domain name, pursuant to the UDRP.

The UDRP provides, at Paragraph 4(a), that each of three findings must be made in order for a Complainant to prevail:

i. Respondent’s domain name is identical or confusingly similar to a trademark or service mark in which
complainant has rights; and

ii. Respondent has no rights or legitimate interests in respect of the domain name; and

iii. Respondent’s domain name has been registered and is being used in bad faith.  

IDENTITY/CONFUSING SIMILARITY:  Complainant alleges that lodginguide.com is identical or confusingly similar
to Complainant’s trademark, LodgingGuide, which is used to offer lodging information (hotels and motels) on a website.

The Complainant has not provided any evidence of a trademark registration.  As such, there is no presumption of the
validity of the mark.   As noted by the court in Abercrombie & Fitch Stores, Inc.  v.  American Eagle Outfitters, Inc., 280
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F.3d 619 (6  Cir. 2002) “The Supreme Court remarked that ‘the general principles qualifying a mark for registration underth

§2 of the Lanham Act are for the most part applicable in determining whether an unregistered mark is entitled to protection
under §43(a).’ Two Pesos, 505 U.S. at 768.”  Thus, the panel applies the general principles of trademark law which would
be applicable to qualifying a mark for registration.

Trademark rights are established and maintained by actual use in commerce.  The mere registration of a domain name,
without any evidence of more than a de minimis use in commerce, does not confer any trademark rights.  Thus, it is relevant
when and how the Complainant actually used the mark in commerce.  The evidence shows that Complainant submitted the
LodgingGuide.net site to various search engines but it does not show the content of the site at that time.  While the evidence
shows that the current usage of the LodgingGuide name is significant, it is not clear when that usage first became
significant.  There is no evidence of usage sufficient to demonstrate either secondary meaning or significant trademark use
prior to the registration by the Respondent.  

Respondent has argued that the name “Lodging Guide” is generic.  It is clear that “Generic marks – those that ‘refer to the
genus of which the particular product is a species’ – are not registrable as trademarks.” Supra, Two Pesos at 768.  However,
the panel finds that “Lodging Guide” is not generic.  

The next level of mark, under the historic Abercrombie standard (Abercrombie & Fitch Co.  v.  Hunting World, Inc., 537
F.2d 4, 7 (2  Cir.  1976)), is descriptive.  “While not inherently distinctive, descriptive marks can identify a source andnd

acquire distinctiveness if secondary meaning has attached to the term, such that consumers recognize “Soft Soap” as a
product of a certain manufacturer.  See Two Pesos at 744 (explaining 15 USC § 1052).”  (Abercrombie (2002) at 636).  The
panel believes that the term “Lodging Guide” is descriptive of the service being offered by both the Complainant and the
Respondent, which is a guide to lodging.  As such, Complainant must demonstrate that it has acquired secondary meaning
in the mark.  Complainant has shown a substantial number of “hits” and other evidence regarding the current usage of its
cite.  But the record is devoid of any evidence that Complainant had acquired secondary meaning rights by December of
2000, when Respondent registered and began usage of his domain name.  

It is worth noting, in this context, that Complainant was not the owner of the LodgingGuide.com domain name until
February of 2002, when it acquired that domain name by assignment.  Nor is there any evidence in the record of how, or
if, the LodgingGuide.com domain name was used prior to that date.  

We, therefore, conclude that the registered domain name is identical or confusingly similar to Complainant’s mark.
However, we find that Complainant has failed to establish that it acquired secondary meaning prior to the time that
Respondent began use of his domain name.  As such, in the absence of proof of secondary meaning at the relevant time,
we believe that the Complainant cannot prevail here.   

RIGHTS AND LEGITIMATE INTERESTS:  Complainant alleges that Respondent has no rights or legitimate interests
with respect to the domain name at issue.  In support for this allegation, Complainant notes that it had previously registered,
used and submitted to search engines the domain name LodgingGuide.net.  Respondent, on the other hand, notes that he
had no knowledge of LodgingGuide.net and first received such knowledge in February of 2002 when counsel for the
Complainant contacted him shortly after Complainant acquired the assignment of the .com domain name.  

UDRP Paragraph 4(c) provides that Respondent’s rights or legitimate interests in a domain name may be demonstrated,
without limitation, by showing that (a) before notice to Respondent of the dispute, Respondent has used, or made
demonstrable preparations to use, the domain name or a name corresponding to the domain name in connection with a bona
fide offering of goods or services; or (b) Respondent has been commonly known by the domain name; or (c) Respondent
is making legitimate noncommercial or fair use of the domain name, without intent for commercial gain to misleadingly
divert consumers or to tarnish the trademark or service mark at issue.

The Complainant has not provided any evidence regarding how, or if, the LodgingGuide.com domain name was being
utilized prior to acquisition by Complainant.  Respondent has submitted a declaration saying he had no knowledge of
Complaint’s alleged rights.  Complainant responds that Respondent has failed to provide a credible explanation for using
the “misspelled” version of LodgingGuide.  There is no evidence tending to show that the declaration is untrue, especially
where there is no evidence showing how, or even if, the domain name was used prior to assignment to Complainant.
Moreover, even assuming that Respondent did have knowledge of the prior owner’s usage of LodgingGuide.com,
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Complainant has not made any showing that it acquired any trademark rights from the prior owner, nor has it shown that
the usage by the prior owner was of a type which would have: a) created valid trademark rights, or b) even given notice
to Respondent of the potential for trademark rights pertaining to a website offering hotel/motel information.  

We conclude that Respondent registered and used its domain name in relation to a bona fide offering of services and,
therefore, does have rights and/or a legitimate interests with respect to the domain name at issue.

BAD FAITH: In support of the contention of Respondent’s bad faith registration and use, Complainant notes that
Respondent’s usage of the lodginguide.com domain name is solely as a referrer to Respondent’s pre-existing domain name,
motelguide.com.  Respondent notes that there is no evidence that such usage constitutes a “bad faith” usage under the
UDRP rules.  

Paragraph 4(b) of the UDRP provides that indications of bad faith include, without limitation, (a) registration for the
purposes of selling, renting or transferring the domain name to the Complainant for value in excess of Respondent’s cost;
(b) a pattern of registration in order to prevent Complainant from reflecting the mark in a corresponding domain name; (c)
registration for the primary purpose of disrupting the business of a competitor; or (d) an intentional attempt to attract, for
commercial gain, Internet users to Respondent’s web site by creating a likelihood of confusion with Complainant’s mark
as to the source, sponsorship, affiliation or endorsement of Respondent’s web site or location, or of a product or service
on Respondent’s web site or location.

Regarding the 4(b) requirements, there is no claim or evidence that Respondent has attempted to extract money in excess
of cost from Complainant for the domain name (a).  There is no claim or evidence that Respondent has engaged in a pattern
of registration to prevent the Complainant, or any other party, from obtaining registration of their marks  (b). Further, there
is no claim or evidence that Respondent has undertaken the registration of his domain name for the purpose of harm to the
Complainant (c).  

Finally, the question arises whether Respondent can be found to have violated (d).  Claimant has submitted substantial,
credible evidence that they are currently receiving substantial traffic, both direct and indirect, at their domain name of
LodgingGuide.com.  The Panel accepts the proposition that it is likely that Respondent receives a certain percentage of
additional visitors, to his domain name, from people who are seeking the Complainant’s website, but “misspell” their
request.  

However, it is uncontested that Respondent was using his “misspelled” .com website before the Claimant had any .com
usage, and before there was substantial usage of .net or any other top level domain name.  Moreover, there is no evidence
that Respondent has attempted to create a likelihood of confusion.  

We therefore conclude that Respondent did not register and use the domain name in bad faith, as that term is defined in
the ICANN Policy.
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CONCLUSION

In light of our findings above that (a) the registered domain name is identical or confusingly similar to Complainant’s mark,
but that such mark was not entitled to protection at the relevant time; (b) Respondent does have rights or legitimate interests
with respect to the domain name at issue; and (c) Respondent did not register and use the domain name in bad faith, as that
term is defined in the ICANN Policy, we find in favor of the RESPONDENT.

REMEDY

Complainant’s request to transfer the domain name lodginguide.com is hereby DENIED.
  

__________________________________ ______________________
Steven Brower Date

__________________________________ ______________________
Thomas M.  Pitegroff Date

__________________________________ ______________________
Harold D.  Field, Jr.  Date


