
CPR Institute for Dispute Resolution 
 
 

COMPLAINANT 
Grolier Incorporated 
90 Old Sherman Turnpike    File Number: CPR0227 
Danbury, Connecticut 06816 
Tel: (212)-343-6560     Date of Commencement: October 29, 2002 
Fax: (212) 343-6538 
E-mail: tm&c@scholastic.com    Domain Name: wwwgrolier.com 
 
       Registrar: BulkRegister.com 
vs. 
        
RESPONDENT 
(This Domain is For Sale) 
Joshuathan Investments, Inc. 
62 Cleghorn Street 
Belize City, Belize  
Tel: 501.2.31244  
Fax: 501.2.34222  
E-mail: This Domain Is For Sale joshuathaninvest@aol.com 
 
Before: 
Louise E. Dembeck, Esq., Gonzalo F. Gállego Higueras, Esq., and Judith P. Meyer, Esq., Arbitrators 
 

PROCEDURAL HISTORY 
 
The Complaint was brought pursuant to the Uniform Domain Name Dispute Resolution Policy 
(“UDRP”), which was adopted by the Internet Corporation for Assigned Names and Numbers (ICANN) 
on August 26, 1999 and approved on October 24, 1999 and in accordance with the ICANN Rules for 
Uniform Domain Name Dispute Resolution Policy (“the Rules”) as approved on October 24, 1999 and 
under the CPR Institute for Dispute Resolution Supplemental Rules for Uniform Domain Name Dispute 
Resolution Policy then in effect (“the Supplemental Rules”). 
 
The Complaint was filed with CPR on October 25, 2002 and, after review for administrative 
compliance, on October 29, 2002, CPR sent written notice to Respondent of the commencement of this  
proceeding together with a copy of the Complaint in accordance with Paragraph 2(a) of the Rules.  
Though a response was due on November 19, 2002, the Respondent did not file any Response.   
 
On November 19, 2002, CPR gave written notice to Respondent of its failure to conform with Paragraph 
5(a) of the Rules, which require Respondent to file a response within 20 days of the date of 
commencement of the administrative proceeding.  In accordance with Complainant’s request to have a 
three-member panel of arbitrators determine this matter, on November 22, 2002, CPR appointed the 
Panel, whose names appear above.   
 
Upon the written submitted record including the Complaint and its attached Exhibits A-O, we find as 
follows. 
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FINDINGS 
 
Respondent registered the contested domain name, <WWWGROLIER.COM>, on May 27, 2001 and, 
through its registration agreement, agreed to submit to this forum in order to resolve any dispute 
concerning the domain name pursuant to UDRP. 
 
UDRP provides, at Paragraph 4(a), that each of three findings must be made in order for a Complainant 
to prevail: 
  
 i. Respondent’s domain name is identical or confusingly similar to a trademark or service mark 

in which Complainant has rights; and 
 
 ii. Respondent has no rights or legitimate interests in respect of the domain name; and 
 
 iii. Respondent’s domain name has been registered and is being used in bad faith.   
 
 
IDENTICALITY/CONFUSING SIMILARITY: 
 
The Complainant alleges that the contested domain name, <WWWGROLIERS.COM>, is confusingly 
similar to Complainant’s domain name, www.grolier.com, and to Complainant’s trademarks because it 
copies both the trademark “Grolier” and Grolier’s domain name, Grolier.com, verbatim, with the mere 
addition, at the beginning, of the common Internet term “www” (meaning world wide web).  
 
In particular, the Complainant relies on the ownership by Complainant and its affiliates of at least ten 
(10) United States registrations for or including the term "GROLIER" (collectively the “GROLIER 
Marks”), listed in Exhibit A to the Complaint; on its registration of the domain name GROLIER.COM 
with Network Solutions, Inc. in April, 1995; and on its use, continually since then, of the GROLIER 
Marks in connection with its Internet web sites, including <www.grolier.com>.  
 
The Complainant, a global publishing and media company which produces and distributes children’s 
books, reference and encyclopedia volumes and multimedia products, asserts that it is among the leading 
direct-to-home distributors of children’s books and other educational materials and sells these and other 
products through its popular Internet web site accessible at www.grolier.com. 
 
The Complainant states that it has been using its trademark GROLIER, and other trademarks featuring 
the term GROLIER preceded or followed by other word(s), since at least as early as 1895, in connection 
with a wide variety of goods and services and has continuously, exclusively and extensively used the 
GROLIER Marks in connection with the promotion and sale of products and services throughout the 
United States and other countries. 
 
The Complainant alleges it has expended millions of dollars to promote its GROLIER Marks and the 
goods and services which bear those trademarks as a result of which the public has come to strongly 
associate the goods and services provided by the Complainant with those trademarks. 
 
Citing CompUSA Mgmt. Co. v. World Wide Web Comp USA, Inc., FA0011000096122 (Jan. 26, 2001) 
(finding domain name wwwcompusa.com identical to or confusingly similar to complainant’s trademark 
in dispute in that case brought against an entity found to be the alter ego of Joshuathan Investments – the 
same Respondent here), Complainant here argues that the Respondent unlawfully seeks to take 
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advantage of a typing error that users commonly make when searching on the Internet – namely, 
eliminating the period between the “www” and the domain name. 
 
The Panel agrees that merely omitting a period between the “www” and Complainant’s trademark 
"GROLIER" to yield the contested domain name, <WWWGROLIER.COM>, is a change that is so de 
minimus that it utterly fails to dispel user confusion and is, for all intents and purposes, equivalent to the 
Complainant's domain name <www.grolier.com>."   
 
Therefore, the Panel finds that the contested domain name <WWWGROLIER.COM> sufficiently 
resembles the Complainant's trademark “GROLIER” and its registered domain name as to cause 
confusion; hence, the Complainant has shown sufficient similarity between that trademark and the 
contested domain name under paragraph 4(a)(i) of UDRP. 
 
 
RIGHTS AND LEGITIMATE INTERESTS: 
 
The Complainant alleges that the Respondent has no rights or legitimate interests with respect to the 
domain name at issue. 
 
Paragraph 4(c) of UDRP provides that the Respondent’s rights or legitimate interests in a domain name 
may be demonstrated, without limitation, by showing that: (i) before notice to the Respondent of the 
dispute, the Respondent has used, or made demonstrable preparations to use, the domain name or a 
name corresponding to the domain name in connection with a bona fide offering of goods or services; or 
(ii) the Respondent has been commonly known by the domain name; or (iii) the Respondent is making 
legitimate noncommercial or fair use of the domain name, without intent for commercial gain to 
misleadingly divert consumers or to tarnish the trademark or service mark at issue. 
 
Specifically, in support of this allegation, Complainant contends that the Respondent has not been 
commonly known as <WWWGROLIER.COM> or WWWGROLIER as an individual, business or other 
organization. Moreover, Complainant states that the Respondent has not been authorized by the 
Complainant to use the GROLIER Marks and is not affiliated with the Complainant in any way.   
 
By not submitting a response, the Respondent has not contested the allegations of the Complaint and has 
failed to invoke any circumstances that could demonstrate, pursuant to Paragraph 4(c) of the UDRP, any 
rights or legitimate interests in the Domain Name.   
 
Thus, the Panel must infer that the Respondent has no rights or legitimate interests in the contested 
domain name within paragraph 4(a)(ii) of UDRP. 
 
 
BAD FAITH: 
 
The Complainant contends that the Respondent's actions amount to bad faith registration and use under 
UDRP. 

Paragraph 4(b) of UDRP provides various examples of a respondent's conduct that signify bad faith 
including, without limitation: (i) registration for the purposes of selling, renting or transferring the 
domain name to the complainant for value in excess of the respondent’s cost; (ii) a pattern of registration 
in order to prevent the complainant from reflecting the mark in a corresponding domain name; (iii) 
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registration for the primary purpose of disrupting the business of a competitor; or (iv) an intentional 
attempt to attract, for commercial gain, Internet users to the respondent’s web site by creating a 
likelihood of confusion with the complainant’s mark as to the source, sponsorship, affiliation or 
endorsement of the respondent’s web site or location, or of a product or service on the respondent’s web 
site or location. 
 
The Complainant states that it first became aware of Respondent’s domain name registration and use of 
the contested domain name, WWWGROLIER.COM, in July of 2001, at which time the Complainant 
informed Respondent by various letters (copies of which appear in Exhibit C to the Complaint) that the 
use of that domain name infringed upon the Complainant's rights.  Respondent never responded to any 
of those letters. 

Further, the Complainant alleges, on information and belief, that the contested domain name was 
registered by the Respondent primarily for the purpose of luring the Complainant's customers to Internet 
sites that offer online gambling and pornography.  For example, Complainant states that as of the date of 
the filing of its complaint, a user who might access the wwwgrolier.com site would be directed to a 
website called www.top10sites.com which, among other things, indicated “This Domain Name is for 
SALE.”  In addition, this site offered numerous links to online gambling and pornographic sites. (A 
copy of a hard-copy printout of that portal site, as it appeared on October 21, 2002, has been provided in 
Exhibit D to the Complaint.) 

Moreover, if the user tried to clear the URL from the browser by typing in the Complainant’s URL, 
Complainant asserts that the user would be “page-jacked” to another screen, www.freesexmovies.com, a 
website that called itself “Napster of Pornography,” permitting users to click to other pornographic 
websites without paying a fee. (A copy of a hard-copy printout of that portal site, as it appeared on 
October 21, 2002, has been provided in Exhibit E to the Complaint.)  In all, Complainant claims that a 
succession of not less than six (6) “page-jackings” occur when a user, trying to access Complainant’s 
website www.grolier.com, mistakenly reaches Respondent’s site and tries to close the browser. (A copy 
of hard-copy printouts of such sites, as they appeared on October 21, 2002, have been provided in 
Exhibits F, G, H, I and J to the Complaint.) 

The Complainant maintains that this unauthorized use reflects an intent by Respondent not to use the 
contested domain name for a legitimate business purpose, but rather to create web sites that take 
advantage of the Complainant's renown and substantial goodwill by intentionally attempting to attract 
Complainant’s customers for commercial gain and to entice them to its websites by creating a likelihood 
of confusion with Complainant’s website and the Grolier Marks.  

Moreover the Complainant alleges that the Respondent’s use of the GROLIER Marks and Grolier’s 
Domain Name in connection with online gambling and pornography disparages, dilutes, and tarnishes 
Complainant’s GROLIER Marks, which are uniquely associated with children’s educational material. 

The Complainant further contends that the fact that Respondent lists its contact information on its own 
domain name registration as “(This Domain is For Sale) Joshuathan Investments, Inc.,” coupled with the 
prominent display of the phrase “This Domain Name is for SALE” on its website, is further compelling 
evidence that the Respondent is not using the contested domain name for a legitimate business purpose 
but for the bad faith purpose of selling, renting or otherwise transferring said domain name to 
Complainant for valuable consideration.  

Finally, the Complainant alleges, on information and belief, that the Respondent has demonstrated a 
pattern of registering domain names to prevent trademark owners from registering their marks as 
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corresponding domain names and points to at least four (4) reported cases involving this Respondent (or 
entities found to be alter egos of Respondent) in which the Respondent failed to respond to a UDRP 
Complaint and Respondent’s respective contested domain names were ordered by the UDRP decisions 
to be transferred. (Copies of those decisions have been provided in Exhibits L, M, N and O to the 
Complaint.) 
 
Based upon the Complainant’s evidence, and in the absence of any response by Respondent either to 
Complainant’s letters or to the Complaint, the Panel finds that the Respondent's actions constitute bad 
faith registration and use of the contested domain name under paragraph 4(a)(iii) of UDRP. 
. 
 
 

CONCLUSION 
 
In light of our findings above that: (a) the contested domain name is identical or confusingly similar to 
the Complainant’s protected trademark; (b) the Respondent does not have any rights or legitimate 
interests in the contested domain name; and (c) the Respondent registered and used the contested 
domain name in bad faith, as that term is defined in the ICANN Policy, the Panel concludes that 
Complainant has established all three elements required by the ICANN Rule 4(a).  
 

REMEDY 
 
Accordingly, under paragraphs 4(i) of UDRP and 15 of the Rules, the Panel now grants the relief sought 
by the Complainant. 
 
The contested domain name, specifically <WWWGROLIERS.COM>, is ordered transferred to the 
Complainant. 
 
 
____________________________________  December ___, 2002 
 Louise E. Dembeck, Esq. 
 
 
 
____________________________________  December ___, 2002 
Gonzalo F. Gállego Higueras, Esq. 
 
 
 
____________________________________  December ___, 2002 
Judith P. Meyer, Esq.  


