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CPR Institute for Dispute Resolution 

 

Under de ICANN Uniform Domain Name Dispute Resolution Policy 

 

575 Lexington Avenue • New York, NY 10022 • Tel. (212) 949-6490 • Fax (212) 949-8859 • 

cprneutrals@cpradr.org• www.cpradr.org 

 

 

 

 

COMPLAINANT 

Mudd (USA), LLC 

1407 Broadway, 29th Floor. Suite 2004 

New York, NY 10018 

 

 

vs. 

 

File Number: CPR-06-04 

Date of Commencement: February 1, 2006 

Domain Name: muddpuddles.com 

 

Registrar: Intercosmos Media Group, Inc 

d/b/a Directnic.com 

 

Arbitrator: Dr. David J.A. Cairns 

 

RESPONDENT 
Baby Safe Home, Inc. 

1334 Alcyon Court 

Carlsbad, CA 92009 

 

 

 

 

Before Dr. David J.A. Cairns, Sole Arbitrator 

 

 

 

PROCEDURAL HISTORY 
 

 

The Complaint dated February 1, 2006 was submitted to CPR Institute for Dispute 

Resolution (“CPR”), pursuant to the Uniform Domain Name Dispute Resolution Policy 

(hereinafter, the “Policy”) and the Rules for Uniform Domain Name Dispute Resolution 

Policy (the“Rules”). 

 

In accordance with the Policy and the Rules, the Respondent was duly notified of the 

Complaint on February 8, 2006, and on the same date responded to CPR with a short 

email. In the absence of any subsequent formal response from the Respondent, the Panel 

treats this email as the Respondent’s Response for the purposes of paragraph 7 of the 

Rules. 

 

On March 8, 2006 the Panel was constituted by the appointment of Dr. David J. A. 

Cairns as Sole Arbitrator. On March 20, 2006, CPR advised the Panel that the Parties 

were negotiating, and the Panel should refrain from issuing a decision. On March 23, 
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2006, the Parties advised CPR that that matter should proceed and a decision should be 

issued. 

 

Upon the written submitted record including the Complaint and the Response, the Panel 

finds as follows: 

 

 

FACTUAL BACKGROUND 
 

The Complainant is a company incorporated under the laws of Delaware with a 

principal place of business in New York.  

 

The Complainant is currently the owner of the following registered United States 

Federal trademark registrations: 

 

(i) Registration No. 2537262 for the word MUDD, registered on February 5, 2002 for 

goods in International Classes 9, 14, 18, 25 and 26, and based on various first uses in 

commerce for the different classes and with an earliest date of December 3, 1998; 

 

(ii) Registration No. 1992148 for the word MUDD, registered on August 6, 1996, for 

goods in International Class 25 and based on a first use in commerce of September 

1995; 

 

(iii) Registration No. 2397457 for a device consisting of the word ‘Mudd’ in a 

distinctive script registered on October 24, 2000 for goods in International Classes 9, 

14, 18, 25 and 26 and based on various first uses in commerce for the different classes 

and with an earliest date of September 1995. 

 

The Complainant is also the owner of many other registered trademarks of or including 

the word MUDD in the United States and in other countries. The Complainant is the 

successor in title to rights in the United States and around the world to MUDD 

trademark registrations and the goodwill associated therewith pursuant to assignments 

dated May 21, 2004 from Paper Denim and Cloth, LLC. Since 1995 the Complainant 

and the Complainant’s predecessor in title have used the trademark MUDD 

continuously in connection with a variety of goods such as women’s and girls’ apparel 

including jeans, pants, tops, skirts, shorts, jackets, sweaters and shoes, leather goods and 

accessories. The Complainant has invested substantial sums in promoting its MUDD 

trademarks. 

 

The Complainant is the current holder of the domain name muddjeans.com, through 

which it offers goods bearing the MUDD trademark. 

 

The Respondent registered the domain name muddpuddles.com (hereafter, the “disputed 

domain name”) on December 8, 2005. The disputed domain name is associated with a 

website featuring internet links to a variety of products, and a search engine. The Panel 

accepts the Complainant’s submission that these are sponsored links, and that a search 

for the term ‘jeans’ on the Respondent’s website leads internet users to sites offering for 

sales products of the Complainant’s competitors. 
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FINDINGS 
 

The Panel is required to decide the Complaint on the basis of the statements and 

documents submitted and in accordance with the Policy, the Rules, and any rules and 

principles of law that it deems appropriate. 

 

Paragraph 4(a) of the Policy requires the Complainant to prove all three of the following 

elements to be entitled to the relief sought: (i) that the disputed domain name is identical 

or confusingly similar to a trademark or service mark in which the Complainant has 

rights; (ii) that the Respondent has no rights or legitimate interests in respect of the 

disputed domain name; and (iii) that the Respondent’s domain name has been registered 

and is being used in bad faith. Paragraph 4(b) of the Policy elaborates some 

circumstances that shall be evidence of the registration and use of a domain name in bad 

faith. Paragraph 4(c) sets out various circumstances which, if found by the Panel to be 

proved based on the evaluation of all the evidence presented, shall demonstrate that the 

Respondent has rights and legitimate interests in the disputed domain name. 

 

 

a) Whether the Disputed Domain Name is Identical or Confusingly Similar to 

the Complainant’s Trademarks: 

 

The Complainant alleges that the disputed domain name is confusingly similar to 

Complainant’s MUDD trademarks, as well as its muddjeans.com domain name. The 

Complainant states that the disputed domain name entirely incorporates the MUDD 

trademark, and the addition of the word ‘puddles’ is not enough to avoid confusion. The 

Complainant states that previous Panels have held that the addition of a generic word to 

the MUDD trademark were not enough to avoid similarity or confusion. The 

Respondent’s has made no submissions regarding the alleged similarity of the disputed 

domain name with the Complainant’s trademarks. 

 

The Panel accepts that the Complainant owns the United States registrations of the 

MUDD trademarks specified above, as well as numerous further trademarks of or 

incorporating the word MUDD in the United States and around the world. 

 

The disputed domain name is not identical to the MUDD trademark, but does entirely 

incorporate the MUDD trademark, adding the suffix ‘puddles’. The practice of adding a 

prefix or suffix to a well-known trademark has been the subject of numerous UDRP 

Decisions. The fact that a trademark is incorporated in its entirety in a domain name is a 

solid indication, but does not ipso facto mean, that the domain name is confusingly 

similar to the trademark. The similarity of the trademark and the domain name depends 

on many factors, including “the relative distinctiveness of the trademark and the non-

trademark elements of the domain name, and whether the non-trademark elements 

detract from or contradict the function of the trademark as an indication of origin” (see 

Pfizer Inc v. The Magic Islands, WIPO Case No. D2003-0870). 
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In the present case, the disputed domain name is confusingly similar to the MUDD 

trademark for the following reasons: (i) MUDD is an invented work with a high degree 

of inherent distinctiveness, although phonetically indistinguishable from the common 

English word ‘mud’; (ii) ‘puddles’ is an ordinary descriptive word, that phontetically 

complements ‘mudd’ in forming an ordinary descriptive expression; (iii) visually the 

dominant and distinctive part of the disputed domain name remains the trademark 

MUDD; (iv) the addition of the suffix ‘puddles’ is insufficient to neutralise or contradict 

the distinctive effect of the trademark MUDD as an indication of origen. 

 

Accordingly, the Panel finds that the disputed domain name muddpuddles.com is 

confusingly similar with the Complainant’s MUDD trademark. Accordingly, the first 

element of paragraph 4 (a) of the Policy is established. 

 

 

b) Whether the Respondent has no Rights or Legitimate Interests in respect of 

the Domain Name: 

 

The Complainant contends that the Respondent has no legitimate interest in the disputed 

domain name because the Complainant has never licensed or authorized the Respondent 

to use the MUDD trademark or variations thereof. The Complainant further asserts that 

the Respondent has never been known by or operated a business under the ‘Mudd’ 

brand. Finally, the Complainant considers that the Respondent is not making a 

legitimate non-commercial or fair use of the disputed domain name and that the 

Respondent’s intent is to enhance its commercial gain by misleadingly diverting the 

Complainant’s customers to the Respondent’s website. The Complainant in particular 

relies on the decisions in Mudd (USA), LLC v. Unasi Inc. (WIPO Cases No. D2005-

0591 and D2005-0727). 

 

The Respondent’s Response does not give any indication of any basis on which it might 

have rights or legitmate interests in the disputed domain name. 

 

The Panel notes the following circumstances in relation to any possible rights or 

legitimate interests of the Respondent in the disputed domain name: (i) there is no 

evidence that the Respondent owns or has contractual rights in any registration of a 

MUDD trademark; (ii) the Respondent is not authorised or licensed by the Complainant 

to use the MUDD trademark or to register and use the disputed domain name; (iii) there 

is no evidence that the Respondent has been commonly known by the disputed domain 

name; (iv) the Respondent is using the disputed domain name to redirect users through 

sponsored links and a search engine to sites that sell the products of the Complainant’s 

competitors; and (v) the Respondent is using the disputed domain name for commercial 

gain by means of its sponsored links. 

 

Paragraph 4(c) of the Policy provides a list of three circumstances, any of which is 

sufficient to demonstrate that the Respondent has rights or legitimate interests in the 

disputed domain name.  Paragraph 4(c)(ii) and (iii) of the Policy are not applicable in 

this case, because the Respondent is not commonly known by the disputed domain 

name, and there is a use with the intention of commercial gain of the disputed domain 

name.   
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Further, paragraph 4(c)(i) does not apply because the Respondent is not using the 

domain name in connection with ‘a bona fide offering of goods or services.’ “The use of 

the Complainant’s trademark to offer for sale or to direct customers to the products of 

the Complainant’s competitors is objectionable, and therefore not bona fide, as a 

misleading use of a trademark, as a form of unfair competition, and also for reasons of 

consumer protection (as it amounts to a form of ‘bait and switch’ selling)”: see Robert 

Bosch GmbH v. Asia Ventures, Inc. WIPO Case No. D2005-0946. 

 

Accordingly, the Panel concludes that the Respondent has no rights or legitimate 

interests in respect of the disputed domain name. 

 

 

c) Whether the Respondent has Registered and is Using the Disputed Domain 

Name in Bad Faith: 

 

Paragraph 4(b) of the Policy sets out four non-exclusive circumstances any of which, if 

found by the Panel, shall be evidence of registration and use of a domain name in bad 

faith. 

 

The Complainant contends that the Respondent registered the and is using the disputed 

domain name in bad faith, as it was registered, firstly, for the purpose of renting space 

in its website to Complainant’s competitors, in breach of paragraph 4(b)(i); secondly, 

for the purpose of disrupting the Complainant’s business by diverting potential MUDD 

products consumers to competitors of the Complainant, in violation of paragraph 

4(b)(iii); and thirdly, the Respondent is using the disputed domain name to create a 

likelihood of confusion and attract internet users searching for MUDD brand items to 

the Respondent’s website in the mistaken belief that these products are MUDD products 

or are otherwise associated with the Complainant, in breach of paragraph 4(b)(iv). 

 

The Respondent’s Response of February 8, 2006 stated as follows: 

 
You guys and the company are a complete joke.  There is not even content on our 

site and you are spending all this money and time for what?  If the name is that 

important to you, why did you not register it in the first place? You are welcome to 

make an offer to purchase the name from us. 

 

The Complainant’s MUDD trademark is registered in the United States and around the 

world, and the Panel accepts that it has a substantial reputation and goodwill. The Panel 

finds that the Respondent’s choice of the disputed domain name was deliberate and with 

prior knowledge of the Complainant’s trademark. The Respondent’s choice of a 

confusing similar domain name with knowledge of the Complainant’s trademark, and 

the subsequent use of the domain name for the sole purpose of hosting sponsored links, 

is prima facie proof of registration and use in bad faith within the meaning of paragraph 

4(b)(iv) of the Policy: see Micro Electronics, Inc. v. J Lee, WIPO Case No.D2005-0170. 

There is further evidence of bad faith where, as in this case, the sponsored links of the 

Respondent include links to sites that offer for sale the products of the Complainant’s 

competitors, or where the Respondent shows a readiness to offer the disputed domain 

name for sale.  
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Accordingly, the Panel considers that Complainant has established the bad faith of 

Respondent in registering and using the disputed domain name in accordance with 

paragraph 4(b)(iv) of the Policy in that it is using the disputed domain name with the 

intention to attract, for commercial gain, internet users to its website, by creating a 

likelihood of confusion with the Complainant’s mark as to the source, sponsorship, 

affiliation, or endorsement of the Respondent’s website or of the products available on 

the website. 

 

 

CONCLUSION 
 

For all the foregoing reasons, the Complainant has established that (i) the disputed 

domain name is identical or confusingly similar to Complainant’s registered 

trademarks; (ii) the Respondent has no rights or legitimate interests in the disputed 

domain name; and (iii) the disputed domain name has been registered and is being used 

in bad faith. 

 

 

REMEDY 
 

For all the foregoing reasons, in accordance with paragraphs 4(i) of the Policy and 15 of 

the Rules, the Panel orders that the domain name www.muddpuddles.com be transferred 

to the Complainant. 

 

 

 

 

 

 

_____________________     __________________ 

David J.A. Cairns      Date 

Sole Arbitrator 


