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CPR Institute for Dispute Resolution 

 

Under de ICANN Uniform Domain Name Dispute Resolution Policy 

 

575 Lexington Avenue • New York, NY 10022 • Tel. (212) 949-6490 • Fax (212) 949-8859 • 

cprneutrals@cpradr.org• www.cpradr.org 

 

 

 

COMPLAINANT 

Mudd (USA), LLC 

1407 Broadway, 29th Floor. Suite 2004 

New York, NY 10018 

 

 

vs. 

 

 

File Number: CPR-05-13 

Date of Commencement: October 26. 2005 

Domain Name(s): “mud-cloth.com”, 

“mudcloth.org”, “mudcloth.net” 

 

Registrar: Tucows, Inc. 

Arbitrator: Dr. Bernardo M. Cremades 

 

RESPONDENT 

Angela Ehrig 

Engayla’s Designs 

1747-172
nd

 Street, PL., N.E. 

Bellevue, WA 98008 

 

 

 

Before Dr. Bernardo M. Cremades, Single Arbitrator 

 

 

PROCEDURAL HISTORY 
 

 

The Complaint was sent to CPR Institute for Dispute Resolution on October 28, 2005. 

 

The Date of Commencement was fixed on October 26, 2005, once all necessary 

requirements were completed with CPR.  Copies of the Notification of the Complaint 

were sent by CPR to the Complainant, the Registrar and the ICANN on the same date. 

The Respondent was duly notified of the Complaint and informed that she had twenty 

(20) days to submit a response.  The Respondent filed a Response on November 2, 

2005. 

 

On November 8, 2005, a Single Arbitrator was appointed pursuant to the Uniform 

Domain Name Dispute Resolution Policy (hereinafter, “the Policy”) and Rules 

promulgated by the Internet Corporation for Domain Names and Numbers (ICANN).  

Upon the written submitted record including the Complaint and the Response, the 

Arbitrator finds as follows: 
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FACTUAL BACKGROUD 
 

The Complainant is a company incorporated under the laws of Delaware with a 

principal place of business in New York.  On May 21, 2004, Paper Denim and Cloth, 

LLC (“PD&C”) assigned to the Complainant all of the worldwide MUDD trademark 

registrations and the domain name “muddjeans.com” (Exhibit G of the Complaint).   

 

According to Exhibit F of the Complaint, the Complainant is currently the owner of the 

following registered U.S. federal trademark registrations: 

 

• Registration No. 2537262 for the trademark MUDD, registered with the United 

States Patent and Trademark Office (“USPTO”) on February 5, 2002, covering 

goods in International Classes 9, 14, 18, 25 and 26. 

 

• Registration No. 1992148 for the trademark MUDD, registered with the USPTO 

on August 6, 1996, covering goods in International Classes 9, 14, 18, 25 and 26. 

 

• Registration No. 2397457 for the trademark MUDD, registered with the USPTO 

on October 24. 2000, covering goods in International Classes 9, 14, 18, 25 and 

26. 

 

The goods covered by the MUDD trademark include jeans, shorts, t-shirts, jackets, coats 

and other sport cloths. 

 

The Respondent obtained the domain name registration for “mud-cloth.com”, 

“mudcloth.org”, “mudcloth.net” on September 6, 2005 (the “Domain Names” 

hereinafter).  The Domain Names lead to the same website of the Respondent: 

Engayla’s Design’s online shopping system.  The same site may be reached through the 

Respondent’s website at http://www.engaylasdesigns.com.  

 

The Respondent’s website features Engayla’s Designs of mudcloth and other natural 

fabrics. The Respondent contends that the word “mud-cloth” or “mudcloth” is the 

English translation of the African Mali dialect terms for “Bogolan” or “Bogolanfini”, 

which is the expression for a traditional African method for decorating fabrics, as 

expressly defined in the Respondent’s website. 

 

 

FINDINGS 
 

Paragraph 15 (a) of the ICANN Rules for Uniform Domain Name Dispute Resolution 

Policy (hereinafter, “the Rules”) instructs a Panel to decide a complaint duly submitted 

“…in accordance with the Policy, these Rules and any rules of law that it deems 

applicable….” 

 

Paragraph 4 of the Policy provides for a system of Mandatory Administrative 

Proceeding to which any person who registers a domain name ended in certain top-level 

domains (amongst them, .com, .org and .net) is obliged to submit.  Paragraph 4 (a) of 

the Policy provides that each of three findings must be made in order for a Complainant 

to prevail: 

 



 3 

i. The Respondent’s domain name is identical or confusingly similar to a 

trademark or service mark in which complainant has rights; and 

 

ii. The Respondent has no rights or legitimate interests in respect of the domain 

name; and 

 

iii. The Respondent’s domain name has been registered and is being used in bad 

faith. 

 

These three cumulative conditions provide the standard of evidence that a complainant 

has to satisfy in order to obtain a decision that the domain name be transferred or 

cancelled.  Therefore, the Complainant is charged with the initial burden of proving 

these three points. 

 

 

a) Identity or Confusing Similarity  

 
The Complainant alleges that the Domain Names are confusingly similar to 

Complainant’s domain name “muddjeans.com” and to its trademark MUDD, as the 

Domain Names entirely incorporate that trademark.  The Complainant argues that even 

though the Domain Names omit one of the “ds” from the term “mudd”, the term “mud” 

is the phonetic equivalent. 

 

The Respondent contends that the Domain Names are not confusingly similar to the 

MUDD trademark because the word “mudd” is distinctive while the word “mud” is a 

generic term with an ordinary meaning in English.  In addition, the Respondent argues 

that the Domain Names do not incorporate the MUDD trademark and that they are 

different from Complainant’s trademark in appearance and meaning.  Also, the 

Respondent contends that the goods and services covered by the MUDD trademark are 

distinct from those of the Respondent. 

 

The Panel believes that it is irrelevant the fact that the goods to which the Domain 

Names and the trademark refer may not be the same.  In finding that a domain name is 

confusingly similar with a trademark, previous panels have been guided by recent 

federal court decisions concluding that the test for confusing similarity under the Policy 

is confined to a comparison of the disputed domain name and the trademark alone, 

independent of the other marketing factors usually considered in trademark 

infringement cases (BWT Brands, Inc and British American Tobacco (Brands), Inc v. 

NABR, WIPO Case No. D2001-1480; Koninklijke Philips Electronics N.V. v. In Seo 

Kim, WIPO Case No. D2001-1195; Energy Source Inc. v. Your Energy Source; NAF 

Case No. FA101000096364).  

 

The Panel does not agree with the Respondent’s argument that the Domain Names are 

not confusingly similar with the MUDD trademark because the word “mud” is descriptive 

whereas the trademark at issue is distinctive, as these are not issues which are irrelevant 

to an assessment of the applicability of paragraph 4 (a) of the Policy.  (Strongarm 

Designs Inc. v. Arisu Tech., WIPO Case No. D2001-0776; Susan Miller v. John 

Zuccarini d/b/a Cupcake – Movie, WIPO Case No. D2001-0088 [atrologyzone.org].  
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The confusing similarity must be judged through the eyes of the average consumer or 

internet user who rarely has the chance to make direct comparisons between the signs 

and who will rely upon the imperfect picture of them he has kept in mind.  The words 

“mud” and “mudd” are visually very similar and phonetically identical.  The only 

difference between them is the absence of a second letter “d”. This small difference is 

not perceptible in the English language as the way to pronounce both “mud” and 

“mudd” is identical.  Therefore, both words are confusingly similar even if they differ in 

one letter (See Louis Vuitton v. Net-Promotion, WIPO Case No. D2000-0430; Xerox 

Corp. v. Stoneybrook Investments, Ltc., WIPO Case No. D2001-0380; BIC 

Deutschland GmbH & Co KG v. Paul Tweed, Case No. 2000-0418, WIPO, June 20, 

2000; Inter-IKEA Systems BV v. Technology Education Center, WIPO Case No. D 

2000-0522).  

 

The salient feature of the Domain Names is the word “mud” which is substantially 

similar to the Complainant’s trademark.  The fact the generic word “cloth” was added 

does not reduce the similarity between the Domain Names and the Complainant’s 

trademark.  Previous Panels have considered that by affixing a generic term to the 

Complainant’s trademark and registering such combination of words (with or without 

hyphen), the Respondent did create a confusingly similarity between the Domain 

Names and the trademark(s) of the Complainant. (Dr. Ing. h.c.F. Porsche AG v. Del 

Fabbro Laurent, WIPO Case No. D2004-0481.  See also Dr. Ing. h.c. F. Porsche AG v. 

Ron Anderson, WIPO Case No. D2004-0312; Siemens Aktiengesellschaft v. Telmex 

Management Services Inc., WIPO Case No. D2003-0995; Koninklijke Philips 

Electronics N.V. v. NicNax, WIPO Case No. D2001-1245; Heineken Brouwerijen B.V. 

v. Mark Lott, WIPO Case No. D2000-1487; DaimlerChrysler A.G. v. Donald 

Drummonds, WIPO Case No. D2001-0160; Ermenegildo Zegna Corporation, Lanificio 

Ermenegildo Zegna & Figli S.p.A., Consitex S.A. v. Steven Shiekman, WIPO Case No. 

D2000-1375). 

 

Therefore, the Panel finds that the Domain Names “mud-cloth.com”, “mudcloth.org” 

and “mudcloth.net” are confusingly similar with the Complainant’s MUDD trademark.  

Correspondingly, the first criterion, as per paragraph 4 (a) of the Policy is established. 

 

 

b) The Respondent’s Legitimate Interest in the Domain Names 

 
Pursuant to paragraph 4(a)(ii) of the Policy, the second element that the Complainant 

has to establish is that the holder of the disputed Domain Names, in this case the 

Respondent, has “…no rights or legitimate interests in the domain name….” 

 

The Complainant contends that the Respondent has no legitimate interest in the Domain 

Names because the former has never licensed or authorized the latter to use the MUDD 

trademark or variations thereof.  The Complainant further asserts that the Respondent 

has never been known by or operated a business under the MUDD trademark or the 

Domain Names.  Finally, the Complainant considers that the Respondent is not making 

a legitimate non-commercial or fair use of the Domain Names and that the 

Respondent’s intent is to divert MUDD trademark consumers to the Respondent’s 

Website. 
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The Respondent argues that it has a legitimate interest in the Domain Names since they 

designate a generic term (“mud”) for an African style of fabric ornamentation, which 

has been the Respondent’s main business activity since 1992.  The Respondent contends 

that the Domain Names are not used as trademarks or source indicators, but in there 

generic sense to capture customers searching the Web for information about mudcloth 

processes and products. 

 

The Respondent, as a defense, may demonstrate his rights or legitimate interests to the 

Domain Names in regard to paragraph 4 (c) of the Policy demonstrating only one of the 

following elements: 

 

(i) before any notice to the Respondent of the dispute, the Respondent’s use of, 

or demonstrable preparations to use, the Domain Names in connection with a 

bona fide offering of goods or services; or 

 

(ii) the Respondent, as an individual or as a business entity, has been commonly 

known by the Domain Names, even if the Respondent never acquired the 

corresponding trademark rights; or 

 

(iii) the Respondent has made a legitimate non-commercial or fair use of the 

Domain Names. 

 

The Panel finds that the Respondent has established the first of the elements addressed 

in paragraph 4 (c) of the Policy as the Domain Names have been actively used in 

connection with a bona fide offering of goods or services before any notice of the 

dispute. 

 

The words “mudcloth” or “mud-cloth” in the Domain Names describe the goods the 

Respondent sells and a particular process of decorating fabrics which has been the 

Respondent’s main business activity since 1992. Previous Panels have ruled that 

registration of generic and descriptive domain names as an offering of sale is a 

legitimate business activity, giving rise to a legitimate interest for the Respondent 

regarding paragraph 4 (c)(i) of the Policy (See Eauto, L.L.C. v. Tripel S. Auto Parts, 

WIPO Case No. D2000-0047; Allocation Network GmbH v Steve Gregory [allocation. 

com] [2000] WIPO D2000-0016; Car Toys, Inc v Informa Unlimited, Inc [cartoys.net] 

[2000] NAF 93682; Philippe Tenenhaus v Telepathy, Inc [daf.com] [2000] NAF 94355; 

General Machine Products Company, Inc v. Prime Domains (a/k/a Telepathy, Inc) 

[craftwork.com] [2000] NAF 92531). 

 

In Mudd, (USA) LLC v. Unasi Inc., WIPO Case No. D2005-0591, cited by the 

Complainant, the Respondent had obtained the domain name registration for 

“muddproducts.com”.  The website associated with that domain showed a search engine 

and sponsored links with the name of products competing with those of the 

Complainant.  The Panel considered that there was a clear intention on part of the 

Respondent to divert internet users through such sponsored links to other websites 

unrelated to the Complainant’s official website.  The Panel held that the Respondent 

had no rights or legitimate interests in the domain name at issue.  However, in the 

present case, the Respondent uses the Domain Names in connection with the marketing 

in good faith of the goods the Respondent offers through the unregistered trademark 

“Engayla’s Designs”.  The Domain Names refer to a term which describes an old 
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African process of decorating fabric, the same technique that the Respondent uses in 

decorating the cloths it offers through her website. 

 

Therefore, the Panel believes that the Respondent has indeed actively used the Domain 

Names in connection with a bona fide offering of goods.  Accordingly, the Panel 

concludes that the Complainant failed to provide evidence to prove the Respondent’s 

lack of rights or a legitimate interest in the domain name. 

 

 

c) The Respondent’s Lack of Bad Faith 
 

Since Respondent has a legitimate interest in the Domain Names, then it is likely that 

the Respondent registered them in good faith.  In addition, the Panel considers that the 

Domain Names are descriptive and thus it cannot be held that the Respondent acted 

with an intent to divert traffic or otherwise usurp the rights of the Complainant.   

 

The Panel concludes that the Domain Names have not been registered or being used in 

bad faith. 

 

 

CONCLUSION 
 

 

In light of the abovementioned findings that the registered Domain Names are identical 

or confusingly similar to Complainant’s protected trademark, but because the 

Complainant has failed to prove that the Respondent does not have rights or legitimate 

interests with respect to the Domain Names in dispute or that the Respondent acted in 

bad faith, the Panel finds in favor of the Respondent. 

 

 

REMEDY 
 

The Complainant has not made out all of the elements of paragraph 4(a) of the Policy.  

Pursuant to paragraph 4(i) of the Policy and 15 of the Rules, the requested remedy is 

DENIED. 

 

The Panel hereby orders that the Domain Names “mud-cloth.com”, “mudcloth.org” and 

“mudcloth.net” remain with the Respondent. 

 

 

 

 

 

 

___________________________                                                   __________________ 

         Bernardo M. Cremades         Date 

            Single Arbitrator                                                        


